
Satisfy Your CLE Requirements!

Register Online at www.pli.edu or Call (800) 260-4PLI

New York City,* October 21-22, 2010

Chicago, November 4-5, 2010

San Francisco, December 13-14, 2010

Live Webcast, December 13-14, 2010 — www.pli.edu

Do You Know There Are 5 Ways To Attend PLI’s Programs? See inside for details...

Understanding the
Intellectual Property
License 2010

• Comprehensive Coverage of All the Critical Issues
You Need to Understand in IP Licensing

• Best Practices for Licensing of Copyrights,
Trademarks, Rights of Publicity and Entertainment,
Open Source, Patents and Technology 

• Learn to Effectively Address Antitrust, Bankruptcy,
Litigation and International Issues

Special Feature

• Instructive Mock Negotiation 
of a License Agreement

*This is an approved transitional program

Earn One Full
Hour of Ethics 

Credit



Why You Should Attend
In both good times and bad, licensing offers valuable economic and strategic
opportunities.  Companies are increasingly turning to licensing to gain access to
intellectual property at a lower cost than developing or purchasing intellectual property
assets, and as a way of generating new sources of revenue out of existing intellectual
property assets.  Virtually every business today must confront licensing issues and a
solid base of knowledge about licensing of intellectual property has never been more
important for companies and their counsel. This introductory course will give you an
overview of how to negotiate and draft effective license agreements, whether you are
the licensor or licensee. Experts in licensing will discuss different kinds of licensing
agreements, and the business and legal issues related to them.

What You Will Learn
• Effective drafting techniques

• How licensing can generate new revenue

• Fundamentals of trademark and copyright licensing

• Understanding open source issues 

• Software and database licensing

• Character and celebrity licensing

• Special issues in TV and movie licensing

• Guidelines for patent and technology licenses 

• International considerations, including enforcement and protection of rights

• Identifying and avoiding antitrust problems 

• Managing bankruptcy and insolvency risks in IP licenses

• What happens when the agreement has to be enforced – drafting for litigation

• Ethical issues in licensing (1 full hour credit)

• Mock negotiation: Learn winning skills and tactics

Who Should Attend
General practitioners, intellectual property specialists, corporate counsel and others
who need to know the basics of how to license and protect their intellectual property.

PLI’s Nationally Acclaimed Course Handbooks
All program attendees will receive a copy of the Course Handbook Understanding the
Intellectual Property License 2010. This bound volume is prepared specifically for this
program and also stands alone as a permanent reference. PLI’s Course Handbooks
represent the definitive thinking of the nation’s finest legal minds, and are considered
the standard reference in the field. The Course Handbook will be available on the first
day of the program. Please note: Webcast attendees will have access to a
downloadable version of the Handbook one business day prior to the program.

New York City, October 21-22, 2010
Chicago, November 4-5, 2010
San Francisco, December 13-14, 2010
Live Webcast, December 13-14, 2010

R e s e r v e  y o u r  p l a c e  t o d a y,  c a l l  ( 8 0 0 )  2 6 0 - 4 P L I .

Understanding the 
Intellectual Property
License 2010



F A C U L T Y

Mavis K. Fowler-Williams 
Intellectual Property and 

Technology Law in the 21st Century
New York City

James E. Hopenfeld 
Ropes & Gray LLP
Washington, D.C.

Joel Karni Schmidt 
Cowan, Liebowitz & Latman, P.C.
New York City

David A. Latham 
Hogan Lovells International LLP
London

Lisa Marroni
General Counsel and 

Senior Vice President
Wicked Fashions, Inc.
Fort Lee, New Jersey

David Rabinowitz 
Moses & Singer LLP
New York City

Stuart M. Riback 
Siller Wilk LLP
New York City

David G. Rickerby 
Choate Hall & Stewart, LLP
Boston

Edward H. Rosenthal 
Frankfurt Kurnit Klein & Selz, P.C.
New York City

Paul H. Saint-Antoine 
Drinker Biddle & Reath LLP
Philadelphia

Paul A. Thompson 
Managing Counsel, Corporate

Development, Licensing, 
MRL and Joint Ventures

Merck & Co., Inc. 
Kenilworth, New Jersey

Chair: Susan Progoff 
Ropes & Gray LLP
New York City

N E W  Y O R K  C I T Y

David S. Bloch 
Winston & Strawn LLP 
San Francisco

Champ W. Davis, Jr.
Davis McGrath LLC
Chicago

Margaret M. Duncan 
McDermott Will & Emery LLP
Chicago

Steve Gold 
McGuireWoods LLP
Chicago

John L. Hines, Jr. 
Reed Smith LLP
Chicago

Anne S. Jordan
Jordan Associates
Chicago

Hanno F. Kaiser 
Latham & Watkins LLP
San Francisco

James G. McEwen 
Stein McEwen LLP 
Washington, D.C.

Stephen J. Rosenfeld 
Mandell Menkes LLC
Chicago

E. Leonard Rubin 
Adjunct Faculty, 

University of Illinois & 
John Marshall Law School

Querrey & Harrow, Ltd.
Chicago

Liisa M. Thomas 
Winston & Strawn LLP
Chicago

Chair: Marcelo Halpern 
Latham & Watkins LLP
Chicago

C H I C A G O

Sally M. Abel 
Fenwick & West LLP
Mountain View, California

A. Clifford Allen 
Senior Attorney
Microsoft Corporation
Redmond, Washington

David S. Bloch 
Winston & Strawn LLP 
San Francisco

William Sloan Coats 
Kaye Scholer LLP
Menlo Park, California

Maureen S. Dorney 
Paradigm Counsel LLP
Palo Alto

Richard C. Hsu 
Townsend and Townsend 

and Crew LLP 
Palo Alto

James G. McEwen 
Stein McEwen LLP 
Washington, D.C.

Lillian Stenfeldt 
Sedgwick Detert Moran 

& Arnold LLP
San Francisco

Alan Stern 
Senior Corporate Counsel - 

Acquisitions, Investments 
& Alliances

Cisco Systems, Inc.
San Jose, California

Mark L. Tuft 
Cooper, White & Cooper LLP 
San Francisco

Cydney A. Tune 
Pillsbury Winthrop Shaw 

Pittman LLP
San Francisco

Joseph Yang
PatentEsque Law Group, LLP
Menlo Park, California

Chair: Ian N. Feinberg 
Mayer Brown LLP
Palo Alto

S A N  F R A N C I S C O  A N D  L I V E  W E B C A S T

Program Attorney: Tamara C. Kiwi



Please plan to arrive with enough time to register before the conference begins.
A networking breakfast will be available upon your arrival. 

P R O G R A M  S C H E D U L E

Morning Session: 9:00 a.m. – 12:30 p.m.

9:00
Introduction
NYC: Susan Progoff
CHI: Marcelo Halpern
SF & WEB: Ian N. Feinberg

9:15
Trademark Licensing
• Rationale for licensing
• Fundamentals of a trademark license
• Key provisions and practical considerations
NYC: Susan Progoff
CHI: Liisa M. Thomas
SF & WEB: Sally M. Abel

10:15
Copyright Licensing
• Rationale for licensing
• Fundamentals of a copyright license
• Key provisions and practical considerations
• Creative Commons licenses
NYC: Mavis K. Fowler-Williams 
CHI: John L. Hines, Jr.
SF & WEB: Cydney A. Tune

11:15 Networking Break

11:30
Rights of Publicity 
and Entertainment 
• Rights of publicity
• Celebrity licensing
• Television and movie licensing
• Special issues for user-generated content

and the Internet
NYC: Edward H. Rosenthal
CHI: E. Leonard Rubin
SF & WEB: William Sloan Coats

12:30 Lunch

Afternoon Session: 1:45 p.m. – 5:00 p.m.

1:45 
Open Source Licenses
• Understanding Free and Open Source Software (FOSS)
• Open Source and the enterprise – business models

and strategies
• Key Open Source licensing concepts and terms
• Survey of litigation and enforcement actions 
• Compliance strategies
• Trends in Open Source
NYC: David G. Rickerby 
CHI: Steve Gold
SF & WEB: A. Clifford Allen; Alan Stern

2:45 
Patent and Technology Licensing
• Standard clauses and variations
• Important differences between patent and other

technology licenses
• Defining the license scope (including fields of use and

territorial limits)
• Negotiating compensation (royalties, milestone

payments, license fees, etc.)
• Representations, warranties, and indemnities
• Sub-licensing rights
• Handling patent licensing issues in the context of joint

development and software integration projects,
including rights to improvements

• Rights and responsibilities for filing, prosecution,
maintenance, defense and enforcement of patent 

NYC: Paul A. Thompson
CHI: Margaret M. Duncan 
SF & WEB: Joseph Yang

3:45 Networking Break

4:00 
Ethical Issues in Licensing
• Competence to handle negotiation
• Out-of-state practice and the unauthorized 

practice of law
• Fee arrangements
• Conflicts – multiple clients
• Conflicts – former clients
• Issues concerning prospective clients
• Candor and deceit
• Communicating with adverse party
• The lawyer as witness
NYC: David Rabinowitz 
CHI: Champ W. Davis, Jr.
SF & WEB: Mark L. Tuft

5:00 Adjourn

Day One:  9:00 a .m.  –  5:00 p.m.

Live Webcast at www.pli.edu
The San Francisco session of this
program is available live via the web
at www.pli.edu:

• Print the Course Handbook

• Submit questions electronically

• Get “real-time” education right 
from your PC! 

If you have any questions please call
PLI’s Customer Relations Department
at (800) 260-4PLI.

 



S C H E D U L E

Day Two: 9:00 a .m.  –  4:45 p.m.

Morning Session: 9:00 a.m. – 12:15 p.m.

9:00 
International Considerations 
in Licensing
• How to approach the licensing of IP on a 

worldwide scale
• Dealing with issues that specifically impact licenses

with foreign entities
• Drafting considerations related to protection and

enforcement of rights
NYC: David A. Latham
CHI: Anne S. Jordan 
SF & WEB: Maureen S. Dorney

10:00 
Antitrust Issues in Licensing
• Applicable antitrust standard: Per se violations versus

rule of reason
• Distinguishing between horizontal and vertical licenses
• Particular restrictions in IP licenses
• Differences between the application of U.S. and EU

antitrust law to IP licenses
NYC: Paul H. Saint-Antoine
CHI: Hanno F. Kaiser
SF & WEB: Ian N. Feinberg

11:00 Networking Break

11:15 
Bankruptcy Issues in Licensing
• Treatment of IP and IP licenses under bankruptcy law
• Consequences of your licensor, or licensee, 

going bankrupt
• Structuring IP transactions to take into account

bankruptcy risk
• Negotiating tips to address the bankruptcy contingency
• Preserving IP rights in the face of bankruptcy
NYC: Stuart M. Riback
CHI: Marcelo Halpern
SF & WEB: Lillian Stenfeldt

12:15 Lunch

Afternoon Session: 1:30 p.m. – 4:45 p.m.

1:30 
Drafting for Litigation
• Hear from a litigator what happens when the 

agreement has to be enforced
• How to draft boilerplate for the litigators
• A litigator’s perspective on negotiating several 

common license provisions
NYC: James E. Hopenfeld
CHI: Stephen J. Rosenfeld 
SF & WEB: Ian N. Feinberg

NYC ONLY:

2:30 
Mock Negotiation of a 
License Agreement
• Putting it all together; a simulated negotiation of a

license agreement
• Drafting techniques and suggestions for specific clauses
• Explanation of the “real world” relevance of 

license provisions
• Pointers on negotiation techniques to 

develop compromises
• Identification of typical business terms 
Joel Karni Schmidt; Lisa Marroni

3:30 Networking Break

3:45 
Mock Negotiation of a License
Agreement (Continued)

Joel Karni Schmidt; Lisa Marroni

4:45 Adjourn

CHI, SF & WEB:

2:30 
Regulatory and Government 
Issues in IP Licensing 
• Export control: ITAR, EAR, anti-boycott statutes, and

regulated industries
• Licensing IP from the government: Required clauses,

enforcement, march-in rights, and traps for the unwary
• Licensing IP to the government: Marking, monitoring,

minimum rights, open source issues and remedies 
for infringement

• Impact of government preferences on licensing:
Domestic manufacture, offshore R&D, and open source
requirements at the state and federal levels

David S. Bloch; James G. McEwen

3:30 Networking Break

3:45 
Mock Negotiation of a 
License Agreement 
• Putting it all together; a simulated negotiation of a

license agreement
• Drafting techniques and suggestions for specific clauses
• Explanation of the “real world” relevance of 

license provisions
• Pointers on negotiation techniques to 

develop compromises
• Identification of typical business terms 
CHI: Marcelo Halpern; E. Leonard Rubin 
SF & WEB: Ian N. Feinberg; Richard C. Hsu

4:45 Adjourn



Program Attendees Save 35% on These Treatises:

Faber on Mechanics of Patent Claim Drafting
Sixth Edition

Robert C. Faber (Ostrolenk Faber LLP, New York City)

1 looseleaf volume, 904 pages, $390 (Updated annually or as needed: 
No charge for revision issued within 3 months of purchase)

Patent Licensing • Strategy • Negotiation • Forms
Mark S. Holmes (CEO, PatentBridge LLC, Menlo Park, CA) 

1 looseleaf volume, 848 pages, $295 (Updated annually or as needed: 
No charge for revision issued within 3 months of purchase)

Individual Privileged Members have the complete

freedom to attend as many of PLI’s 300+ annual

programs and Live Webcasts as they please, 

for one flat annual fee. For just $3,495 you can 

get the training you need, however you want it. 

Contact membership@pli.edu for more information.

Visit the PLI Bookstore the day of the program to receive your discount!

Cost is not a concern for 
Individual Privileged Members. 

Pro Bono Efforts
Since 1933, PLI has been the comprehensive resource for the training and development needs of legal
professionals. PLI is heavily involved in pro bono and research and development activities to ensure that all
practicing attorneys and law students remain on the cutting edge. These activities include awarding full and
partial scholarships to our Institutes and Programs, assisting public interest organizations in their training needs,
and helping law students become first-rate attorneys by posting free lectures on our web site and offering free
MPRE courses. For more information, go online to pro-bono.pli.edu.

PLI Scholarships
Please check the Registration Information section of this brochure for more information about PLI scholarships.

PLI’s Guarantee
It’s simple. If you’re not completely satisfied with the return on your investment from any PLI program, 
your money will be refunded in full.



5 Ways to Attend PLI’s Programs:
• Live Programs – Attend the program with other attendees and ask the speakers questions from the floor. 

Ideal if you want the live experience.
• Live Webcasts – View the live program from your home or office and watch the streaming video on your laptop

or desktop, ask questions electronically, view or print the Course Handbook, and, if you have to miss any of it, 
you have access to the archived portion for one year. Ideal if you can’t travel and still want to benefit from
simultaneous live viewing of the program. 

• Groupcasts – Bring a PLI program for group viewing directly to your conference room. Enjoy the live streaming
video and receive the best legal education from our expert faculty. All while training more people for less
money, in the privacy of your own office setting.

• CLE Now Web Segments/Programs – PLI anywhere, anytime you want it right from your PC.
• MP3/Audio CD/DVDs – Watch or listen to PLI’s programs in the comfort of your home or office.
Visit www.pli.edu for more details.

WEB: 
www.pli.edu

PHONE: (800) 260-4PLI 
Monday - Friday, 9 a.m. - 6 p.m., 
Eastern Time

FAX: (800) 321-0093 
Open 24 Hours!

Fax or mail completed Registration/Order Form on back cover

MAIL: Practising Law Institute 
810 Seventh Avenue, New York, NY 10019

F O U R  E A S Y  W AY S  T O  R E G I S T E R

New York City Seminar Location: PLI New York Center,
810 Seventh Avenue at 53rd Street (21st floor), New York,
New York 10019. Message Center, program days only: 
(212) 824-5733.

New York City Hotel Accommodations: 
Due to high demand and limited inventory in NYC, we recommend
reserving hotel rooms as early as possible. 
Hilton New York Hotel, 1335 Avenue of the Americas, 
New York, New York 10019. Reservations (877) NYC-HILT.
Please mention you are booking a room under the Practising
Law Institute Corporate Rate and the Client File N# is
0495741. You may also book reservations online: go to
www.pli.edu for this program, click Hilton link to see 
preferred rates. Enter requested dates and Practising Law
Institute rates will appear.

Warwick New York Hotel, 65 West 54th Street, New York, NY
10019. 1 block from PLI Center. Reservations 800-223-4099 or
hotel direct 212-247-2700. Please mention that you are
booking a room under the Practising Law Institute Corporate
Rate. Reservations online at www.warwickhotelny.com 
Click reservations in menu bar on left. Select desired dates. 
In ‘Special Rates’ drop down window select Corporate Rate. 
In ‘Rate Code’ enter PLIN. Click search and select desired
room type and rate plan. Or, you may email reservation
requests to: res.ny@warwickhotels.com

Chicago Seminar Location: University of Chicago Gleacher
Center, 450 N. Cityfront Plaza Drive, Chicago, Illinois 60611.
(312) 464-8787.

Chicago Hotel Accommodations: Sheraton Chicago 
Hotel & Towers, 301 East North Water Street, Chicago, 
Illinois 60611. (312) 464-1000. When calling, mention PLI and
the name of the program you are attending. Attendees will
have until 30 days prior to the program to receive the
preferred rate.

San Francisco Seminar Location: PLI California Center,
685 Market Street, San Francisco, California 94105. 
(415) 498-2800.

San Francisco Hotel Accommodations: 
Due to high demand in SF, we recommend reserving hotel rooms as
early as possible. 
The Palace Hotel, 2 New Montgomery Street, San Francisco,
California 94105. Call (800) 917-7456 seven days a week from
6:00 a.m. to 12:00 a.m. (PT) and mention you are attending
this PLI program at Practising Law Institute to receive the
preferred rate. For online reservations, go to
www.sfpalace.com/pli to receive the preferred rate. 

Payment Policy: Registration fees are due in advance.
Attendees may pay by check, Visa, MasterCard, American
Express or Diners Club.

Cancellations: All cancellations received 3 business days
prior to the program will be refunded 100%.  If you do not
cancel within the allotted time period, payment is due in full.
You may substitute another individual to attend the program.

PLI’s Scholarship/Financial Hardship Policy: Full and
partial scholarships to attend PLI programs are available to
pro bono attorneys, judges, judicial law clerks, law professors,
attorneys 65 or older, law students, librarians and paralegals
who work for nonprofit organizations, legal services
organizations or government agencies, unemployed attorneys
and others with financial hardships. To apply, send your
request on your employer’s letterhead, stating the reason for
your interest, along with the completed registration form on
this brochure, to the PLI Scholarship Committee. All
applications must be accompanied by a $25 application fee
(this fee is waived for judicial law clerks), and must be
submitted four weeks before the date of the program you
wish to attend. (Applicants may pay by check or credit card.)
If the request for a scholarship is denied, the $25 application
fee will be returned. Students must also submit a copy of
their student ID card.

Education Course Credit: States have widely varying
regulations regarding Continuing Education credit, therefore,
please contact PLI for more information concerning approval.

New York State CLE Credit: This TRANSITIONAL
continuing legal education program has been approved in
accordance with the requirements of the New York State
Continuing Legal Education Board for attorneys admitted 
after October 1, 1997 and experienced attorneys. It has been
approved for a maximum of 14.0 credit hours, of which 
1.0 credit hour can be applied toward the ethics requirement, 
3.5 credit hours can be applied toward the skills requirement
and 9.5 credit hours can be applied toward the professional
practice requirement. Audio and videotapes are not
acceptable for transitional continuing legal education for 
the newly admitted attorney within the first two years of
admission to the Bar.

California MCLE Credit: PLI is a State Bar of California
approved MCLE provider. This activity has been approved 
for MCLE credit in the amount of 12.0 credit hours, of which
1.0 credit hour will apply to legal ethics.  PLI will retain the
required MCLE records for this program.

California Paralegals: You can satisfy your new continuing
legal education requirements by attending PLI’s nationally
acclaimed Institutes and Programs!

Illinois CLE Credit: PLI is an accredited provider in Illinois. 

Special Needs: If you have special needs as addressed by
the Americans with Disabilities Act, please notify Customer
Relations at least two weeks prior to your program.

Basic Upkeep Service: In order to keep you abreast of the
latest developments in your field, the purchase of PLI
treatises includes Basic Upkeep Service, so that supplements,
replacement pages and new editions may be shipped to you
immediately upon publication for a 30-day examination. 
This service is cancelable at any time.

PLI Bookstores: Current Publications, Training Materials,
Audio CD/DVDs and related products are available for
purchase at the PLI New York Center, 810 Seventh Avenue at
53rd Street (21st floor), New York, NY, and at the PLI California
Center, 685 Market Street, San Francisco, CA, Monday to
Friday, 10:00 a.m. - 4:00 p.m. All PLI Publications can also be
purchased online at www.pli.edu

Email: info@pli.edu

Visit Us On The Web: www.pli.edu

REGISTRATION/HOTEL INFORMATION
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